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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1, 2, 6, and 8-11 are rejected under 35 U.S.C. 102(e) as being 
unpatentable by Watanabe et el. (US Patent Number 6,877,031 B2). 

3. Regarding Claim 1, Watanabe teaches a printing service system (Column 1, 
lines 7-9) comprising: 

a server Figure 1, element 12, center server); 

and at least one print terminal connected to the server through a communication 
network (Figure 1, elements 3 and 4), 
the print terminal including: 

an image data input means for inputting image data (Figure 1, elements 

7 and 10); 

an image data transmission means for transmitting the image data to the 
server (Figure 1, Noted: internet and dedicated lines in which all devices 
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connected to it must have a communication interface with the connected 
network); 

and a destination input means for inputting an address of a recipient 
authorized to print the image data (Column 3, lines 1-8), 
and the server including: 

an image data reception means for receiving the image data transmitted 
by the image data transmission means (Column 2, lines 38-43); 

an ID and password generation means for generating an ID and a 
password for authentication when the image data is received (Column 7, lines 28-31; 
Noted: in order to check and compare the ID and passwords to an existing pair of 
Ids and passwords it is met that the ID and passwords would have to be 
generated); 

an image data accumulation means (storage) for accumulating the 
received image data in association with the ID (Column 2, lines 25-36); 

a code conversion means (application server) for converting the ID and 
the password into a code storing information ("manages various kinds of information 
regarding users by the users IDs") on the ID and the password (see Abstract; 
Column 7, lines 23-37, user information database; Noted: the current ID and 
password are compared for verification to an already registered ID and password 
which is stored in a database not shown in the drawings. ID and password, 
which is associated with various kinds of information, is understood as code of a 
computer which is stored in a database and storage) 
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a code transmission means (mail transmitting) for transmitting the 
obtained code to the address inputted by the destination input means (Column 3, lines 
9-12; and Column 7, lines 28-55; Noted: shown by the example given in the 
citation beginning at user A the process is transmitted through the center server 
and continued to the destination user B which is input by user A); and 

an image data returning means for, when the print terminal decodes the 
code to the ID and the password and transmits the ID and the password, performing 
authentication using the ID and the password and, if a positive authentication (valid) 
result is obtained, reading the image data corresponding to the ID from the image data 
accumulation means and returning the read image data to the print terminal (Column 7, 
lines 5-16, and lines 28-36). 

Regarding Claim 2, Watanabe further discloses the address of the recipient is 
an e-mail address of the recipient (Column 2, lines 19-24); 

and the code transmission means transmits the code by e-mail (Column 2, lines 
19-24). 

Regarding Claim 6, Watanabe further discloses the server includes a Web site 
showing an installation place of the print terminal (Column 4, lines 11-19; Column 6, 
line 62 - Column 7, line 16). 
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Regarding Claim 8, Watanabe further discloses the print terminal further 
includes an attribute information input means for, when transmitting the image data to 
the server using the image data transmission means, inputting attribute information to 
be attached to the image data (Column 2, lines 25-36; Column 3, lines 9-31); 

and the image data accumulation means of the server stores the attribute 
information together with the image data (Column 2, lines 25-36). 

Regarding Claim 9, Watanabe further discloses the code transmission means of 
the server transmits the attribute information to the address of the recipient together 
with the code (Column 3, lines 9-31). 

Regarding Claim 10, Watanabe further discloses the image data returning 
means of the server transmits the attribute information to the print terminal together with 
the image data (Column 3, lines 9-31). 

Regarding Claim 11, Watanabe further discloses the server further includes a 
user management table in which the ID, the password, and an address of a user 
directory storing the image data in the image data accumulation means are stored in 
association with information about the address of the recipient (Column 7, lines 28-36, 
user information database). 



Application/Control Number: 10/829,295 
Art Unit: 2625 



Page 6 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3, 5, 7, 12, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over obviousness by Watanabe et el. (US Patent Number 6,877,031 B2) 
further in view of Yamamoto et al. (US Patent Number 7,228,339 B2). 

Regarding Claim 3, Watanabe does disclose a printing service system with an 
address of a recipient (Column 1, lines 7-9 and Column 2, lines 38-43)wherein: 

the address of the recipient is an electronic mail address of the recipient; and 
the code transmission means transmits the code by electronic mail transmission 

(Column 3, lines 1-8). 

Watanabe does not disclose the address of the recipient is a FAX number of the 

recipient; and the code transmission means transmits the code by fax. 
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However, Watanabe combined with Yamamoto does disclose the address of 
the recipient is a FAX number of the recipient; and the code transmission means 
transmits the code by fax (Figure 1, elements 15, 39, and s6). 

Watanabe and Yamamoto are combinable because they are both from the same 
art of information output systems using communication devices and methods. 

Therefore it would have been obvious to one of ordinary skilled in the art at the 
time the invention was made to further enhance the information system mobility by 
adding communications means between the FAX terminal and the remote printing 
server to expand the type anOd locations of users to access the system. 

Regarding Claim 7, Watanabe combined with Yamamoto further discloses 
when transmitting the code by fax, the code transmission means attaches a map 
illustrating an installation place of the print terminal in the vicinity of an installation place 
of a facsimile machine on a recipient side (Yamamoto: Figure 10(c) and Figure 11; 
and Column 18, lines 1-17). 

Regarding Claim 5, Watanabe does disclose a printing service system 
comprising a print terminal (Column 1, lines 7-9 and Figure 1, elements 3 and 4). 

Watanabe does disclose an image data acquiring means for transmitting the ID 
and the password to the server and receiving the image data corresponding to the ID 
returned by the image data returning means of the server (Column 7, lines 28-36); 
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and a print means for printing the received image data (Figure 1, elements 9 and 11). 

Watanabe does not disclose the print terminal further includes: a code reading 
means for reading the code; a code decoding means for decoding the read code so as 
to return it into the ID and the password. 

However, Watanabe combined with Yamamoto does disclose the print terminal 
further includes: a code reading means for reading the code (Column 5, lines 1-5); a 
code decoding means for decoding the read code so as to return it into the ID and the 
password (Column 5, lines 42-51). 

Watanabe and Yamamoto are combinable because they are both from the same 
art of information output systems using communication devices and methods. 

Therefore it would have been obvious to one of ordinary skilled in the art at the 
time the invention was made to conduct encryption when transmitting information and 
conduct decryption when receiving the encrypted information to further enhance the 
personal authentication function section of the invention. 

Regarding Claim 12, Watanabe does disclose a printing service system 
(Column 1, lines 7-9) which manages various kinds of information regarding users by 
the users IDs. 

Watanabe does not disclose a customer master that is provided for one of the 
server and the print terminal and stores a transmission history in association with a 
corresponding sender ID. 
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However, Watanabe combined with Yamamoto does disclose a customer 
master that is provided for one of the server and the print terminal and stores a 
transmission history in association with a corresponding sender ID (Figure 13C; 
Column 6, lines 13-21). 

Watanabe and Yamamoto are combinable because they are both from the same 
art of information output systems using communication devices and methods. 

Therefore it would have been obvious to one of ordinary skilled in the art at the 
time the invention was made to not only keep track of money charging, but also for 
security improvement to give the user an option of viewing or printing the product. 

Regarding Claim 13, Watanabe does teach a printing service program for 
causing a computer to execute processing (Column 1, lines 7-9; and Column 6, lines 
52-65) comprising the steps of: 

transmitting image data from a print terminal to a server (Figure 1, internet and 
dedicated lines); 

inputting an address of a recipient authorized to print the image data into the print 
terminal (Column 3, lines 1-8); 

receiving by the server the image data transmitted from the print terminal in the 
image data transmission step (Column 2, lines 38-43); 

generating an ID and a password for authentication by the server when receiving 
the image data (Column 7, lines 28-31; in order to check and compare the ID and 
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passwords to an existing pair of Ids and passwords it is met that the ID and 
passwords would have to be generated); 

accumulating by the server the received image data in association with the ID 
(Column 2, lines 25-36); 

converting by the server the ID and the password into a code having an 
information ("manages various kinds of information regarding users by the users 
IDs") on the ID and the password (see Abstract; Column 7, lines 23-37, user 
information database; Noted: the current ID and password are compared for 
verification to an already registered ID and password which is stored in a 
database not shown in the drawings. ID and password, which is associated with 
various kinds of information, is understood as code of a computer which is 
stored in a database and storage) 

transmitting the code by the server to the address inputted in the address input 
step (Column 3, lines 9-12; and Column 7, lines 28-55; Noted: shown by the 
example given in the citation beginning at user A the process is transmitted 
through the center server and continued to the destination user B which is input 
by user A); 

decoding by the print terminal the code so as to return it into the ID and the 
password and transmit the ID and the password to the server (Column 6, line 66 - 
Column 4, line 4; order file); 

performing authentication (compares/valid) by the server using the ID and the 
password obtained through decoding (Column 7, lines 5-16, and lines 28-36). 
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reading by the server, if a positive authentication result is obtained in the 
authentication step, the image data corresponding to the ID accumulated in the server 
in the image data accumulation step; and returning by the server the read image data to 
the print terminal (Column 7, lines 31-36). 

Watanabe does not teach clearly decoding by the print terminal the code so as 
to return it into the ID and the password and transmit the ID and the password to the 
server. 

Watanabe combined with Yamamoto does teach decoding by the print terminal 
the code so as to return it into the ID and the password and transmit the ID and the 
password to the server (Column 4, line 64 - Column 5, line 5; and Column 5, lines 
42-51). 

Watanabe and Yamamoto are combinable because they are both from the same 
art of information output systems using communication devices and methods. 

Therefore it would have been obvious to one of ordinary skilled in the art at the 
time the invention was made to provide an information storage output service for storing 
predetermined storage data in a storage server on a network, the storage being capable 
of being accessed from many and unspecified communication devices to peruse and 
print out data stored in the storage server. 
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1 . Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
obviousness by Watanabe et el. (US Patent Number 6,877,031 B2) further in view of 
Banerjee et al. (US Patent Number 6,748,296 B2). 

Regarding Claim 4, Watanabe does disclose a printing service system (Column 
1, lines 7-9). 

Watanabe does not disclose the code is composed of one of a two-dimensional 
code and a barcode. 

Watanabe combined with Banerjee does disclose the code is composed of one 
of a two-dimensional code and a barcode (Column 7, lines 3-18). 

Watanabe and Banerjee are combinable because they are both from the same 
art of personal systems using communications having password authentications within 
the system for verifying the user is valid. 

Therefore it would have been obvious to one of ordinary skilled in the art at the 
time the invention was made to dispense the secured and authentic item to be 
dispensed, and or printed that can also produce a searchable database of information 
relating to users and products associated with the service. 

Response to Arguments 

1 . Applicant's arguments filed 04/23/2008 have been fully considered but they are 
not persuasive. 
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With respect to the applicant's arguments and remarks regarding Claim 1 and 13 
that Watanabe fails to teach "a code conversion means for converting the ID and the 
password into code storing information on the ID and the password." (claim 1) In 
addition, Watanabe fails to teach "a code transmission means for transmitting the 
obtained code to the address inputted by the destination input means." (claim 1) 
Further, Watanabe fails to teach "an image data returning means for, when the print 
terminal decodes the code to the ID and the password and transmits the ID and the 
password, performing authentication using the ID and the password and, if a positive 
authentication result is obtained, reading the image data corresponding to the ID from 
the image data accumulation means and returning the read image data to the print 
terminal." (Claim 1); and 

Regarding Claim 13 that Watanabe in view of Yamamoto does not teach, disclose, or 
suggest "decoding by the print terminal the code so as to return it into the ID and the 
password and transmit the ID and the password to the server." (claim 13). 

In reply: Regarding 1 ) "a code conversion means for converting the ID and the 
password into a code storing information on the ID and the password." Watanabe 
clearly discloses and teaches the applicant's disclosure regarding converting an ID and 
password into a code, the code which stores information regarding the ID and 
password. Watanabe discloses a database which stores the ID and password for 
comparison for authenticating the user. The ID and password being stored in the 
computer database would be stored in computer code which would anticipate the 
applicant's disclosure. Also, Watanabe teaches various information is managed in 
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coordination with each user ID, which further explains more computer code is used and 
converted from the user ID. Watanabe discloses once a user ID is entered, information 
and pictures in accordance with the user ID is provided to the user for use or 
transmission. 2) "a code transmission means for transmitting the obtained code to the 
address inputted by the destination input means." Watanabe clearly and directly 
explains this in his disclosure of invention. Watanabe even presents an example of the 
invention where a user A transmits an electronic mail message to user B from 
information which is presented from user A which is explained and shown in Figure 3. 
3) "an image data returning means for, when the print terminal decodes the code to the 
ID and the password and transmits the ID and the password, performing authentication 
using the ID and the password and, if a positive authentication result is obtained, 
reading the image data corresponding to the ID from the image data accumulation 
means and returning the read image data to the print terminal." Watanabe discloses 
where a user inputs a user ID and password for verification, the information is 
transmitted and also put into an order file in which both are transmitted and activated if 
a result of valid is confirmed. Watanabe discloses the image processing is carried out 
by the transmissions. 4) "decoding by the print terminal the code so as to return it into 
the ID and the password and transmit the ID and the password to the server." 
Watanabe discloses an order file in which various information regarding the order 
information if generated and transmitted by the user. The order file is in accordance 
with the specific user and password of the user attempting to transmit the file. Once the 
file is sent through the server to the laboratory server, the contents is read and analyzed 
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and carries out the further processing of the file which was transferred. Watanabe 
combined with Yamamoto further explains an example of the original disclosure of 
Watanabe and further clearly details the use of the code with the ID and password of 
the user which is combined with the main data. 

Noted: The applicant may not have understood or appreciated the invention of Ito 
from the previous citations. The examiner has provided further explanations and 
citations to where Watanabe, and Watanabe combined with Yamamoto, and Watanabe 
combined with Banerjee teaches and discloses the applicant and gives examples of 
how the invention of Ito can be used to anticipate the applicant. Therefore, Claims 1-13 
respectfully stand rejected. 



Conclusion 

2. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JONATHAN R. BECKLEY whose telephone number is 
(571)270-3432. The examiner can normally be reached on Mon-Fri: 7:30-5:00 EST 
(Alternate Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, TWYLER L. HASKINS can be reached on (571)272-7406. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jonathan R Beckley/ 
Examiner, Art Unit 2625 
/J. R. B./ 

Examiner, Art Unit 2625 
6/9/08 



/Twyler L. Haskins/ 

Supervisory Patent Examiner, Art Unit 2625 



